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701 Exposition Place, Suite 206 
Raleigh, NC 27607 
Phone: 919-230-9635 
Email: napp@napp.org 
Website: www.napp.org 

 

April 14, 2021 

The Honorable Judge Lino S. Lipinsky de Orlov 
Chair, Standing Committee on the Colorado Rules of Professional Conduct 
Colorado Court of Appeals 
2 East 14th Avenue 
Denver, CO  80203 
lino.lipinsky@judicial.state.co.us 
 
Re: Proposed Sub-Committee to Investigate Potential Clarification to the Colorado Rules of 
Professional Conduct 
 
Dear Judge Lipinsky: 
 
The National Association of Patent Practitioners (NAPP) requests that the Standing Committee 
on the Colorado Rules of Professional Conduct (“Standing Committee”) initiate a sub-committee 
to investigate clarifying or amending the Colorado Rules of Professional Conduct (“Colorado 
Rules”) to harmonize those with the United States Patent and Trademark Office (“USPTO”) Rules 
of Professional Conduct (“USPTO Rules”) (collectively, the “Rules”).  Specifically, NAPP requests 
the Standing Committee clarify the working relationship between Lawyers operating in the 
jurisdiction of Colorado and Practitioners operating in the jurisdiction of the USPTO.  USPTO 
Practitioners may be divided into two groups: Practitioners that work on trademark matters 
(Trademark Lawyers) and Practitioners that work on Patent Matters (Patent Lawyers and Patent 
Agents).  NAPP believes the clarification or change will have significant impact on Colorado based 
Lawyers, Law Firms, USPTO Practitioners, and Colorado’s growing Innovation Ecosystem. 
 
I. The Current Conflict Between the Colorado and USPTO Rules Harms Patent Agents, 

Colorado Law Firms, and the Innovation Ecosystem 
 
Under the current state of affairs, there may exist an incompatibility between the Colorado Rules 
and the UPSTO Rules.  This potential incompatibility is a detriment to Colorado Lawyers, Firms, 
Colorado industries, inventors, and Colorado-based USPTO Practitioners.  The incompatibility is 
a function of one of the few differences that exists between the two Rules, which is one calls out 
“Lawyers” and the other “Practitioners.”  That is, the Colorado Rules state Colorado Lawyers may 
do the following only with other Colorado Lawyers: form a partnership, share fees, form law 
firms, buy and sell law firms, have supervisory authority over other Lawyers, have managerial 
authority in a law firm, etc. In contrast, the USPTO Rules state USPTO “Practitioners” may form a 
partnership, share fees, form law firms, buy and sell law firms, have supervisory authority over 
other practitioners, have managerial authority in a law firm, etc. with other Practitioners.  For a 
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more complete comparison, see Table 1 below, comparing the Colorado Rules, the USPTO Rules, 
and the American Bar Association Rules of Professional Conduct (“ABA Rules”). 
 
At first read it makes sense the Colorado Rules positively recite “Lawyers,” as the Colorado Rules 
are directed to Colorado Lawyers.  But reading “Lawyers” in a manner as to exclude other licensed 
practitioners of law (i.e., Patent Agents), in our opinion, limits licensed USPTO Patent 
Practitioners (both Patent Lawyers and Agents) from fully participating in the federal objectives 
outlined by the Constitution and Congress.  The difference between the Colorado Rules and the 
USPTO rules stifles Colorado Law Firms, Colorado based Practitioners, and the Colorado 
Innovation Ecosystem.   
 
Colorado Law Firms are affected because firms have difficulty retaining experienced and 
productive Patent Agents.  By excluding Patent Agents from fee sharing in the law firm setting, 
the Colorado Rules’ impose a ceiling on the Patent Agent profession, which results in Patent 
Agents seeking better prospects at in-house positions.  Unable to retain skilled and 
knowledgeable Patent Agents, Law Firms suffer myriad harms, such as: losing experienced tutors 
for new patent practitioners; eliminating a less expensive patent draft person and prosecutor, 
thereby increasing costs for clients and reducing profits for firms; and reducing diversity at firms.  
Additionally, Lawyers and law firms are also deprived of the opportunity to buy, sell, and merge 
with thriving Patent Agent-owned firms.  See Colorado Rule of Professional Conduct 1.17; 
Colorado Rule of Professional Conduct 5.4.  This can hinder Colorado-based law firms and 
Lawyers as they are not able to incorporate quickly a thriving patent practice to enhance the 
Colorado Lawyer’s or firm’s offering or bolster their existing practice. 
 
Colorado-based Practitioners (Patent Lawyers and Patent Agents) are also affected in multiple 
ways by this difference between the Colorado Rules and the USPTO Rules.  First, the current 
situation imposes a ceiling on the Patent Agent profession.  If the USPTO Rules were followed in 
Colorado, then Patent Agents could own firms (related to professional independence), be a firm 
partner (related to professional independence and responsibilities of a partner or supervisory 
lawyer), benefit from bringing in clients (related to fee sharing), pass their knowledge onto those 
they supervise (related to supervisory authority), and so forth.  If the Colorado Rules are followed 
in Colorado, then Patent Agents are not afforded these USPTO provided benefits, responsibilities, 
and growth opportunities.  Second, if the Colorado Rules are followed in Colorado, then a Patent 
Agent can only sell their patent firm to another Patent Agent.  Further, a Patent Lawyer or firm 
cannot acquire or merge with a Patent Agent owned firm.  Co-ownership of a patent firm by 
Lawyer-Patent Agent is also not allowed by the Colorado Rules.  Third, Patent Agents employed 
by firms with Lawyers are not incentivized from bringing clients to the firm as the Colorado Rules 
recite Lawyers may not share fees with non-Lawyers.  This is in opposition to the USPTO Rules, 
which do allow Practitioners (Patent Lawyers, Patent Agents, and Trademark Lawyers) to share 
fees.  
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When a Patent Agent hits the professional ceiling created by the potential conflict between the 
two sets of Rules, they have three options: (1) stagnate with little to no upward mobility; (2) leave 
the patent profession completely; or (3) go to law school to remove the ceiling.  A stagnating 
career is not a great option for the Patent Agent, and the loss of a Patent Agent from the 
profession is a detriment to the legal profession and Innovation Ecosystem.  The third option—
going to law school to become a Patent Lawyer—also has downsides for the individual, law firms, 
and the Innovation Ecosystem.  Going to law school to remove the Patent Agent ceiling only to 
return to perform the same work as a Patent Lawyer comes at a high personal cost of significant 
debt, three plus years of separation from their technical expertise and from patent law, and 
pressure from a higher billing rate resulting in less time to draft and prosecute complex patent 
applications.  Law Firms also suffer in this scenario, as they now have reduced access to low-cost 
high-skill practitioners.  This also harms inventors, who likewise have reduced access to lower-
cost patent experts.   
 
The sum of these effects impacts Colorado’s Innovation Ecosystem, which affects large 
companies, small companies, and individual inventors.  The next section focuses on individual 
inventors, but its logic extends to any inventor (independent or otherwise) or innovative 
company as well.  The USPTO established the Patent Agent profession to provide inventors with 
a lower cost, highly skilled alternative to Patent Lawyers.  As discussed in “101A: American Bar 
Association Section Of Intellectual Property Law Section Of Litigation Report To The House Of 
Delegates - RESOLUTION”: 
 

[I]t can be difficult for individual inventors to find law firms that are willing to 
represent them in preparing and prosecuting patent applications at costs they can 
afford. Some patent lawyers have little or no interest in directly representing 
individual inventors, and some patent firms have policies against it.5 Other firms 
are willing to represent individual inventors and address cost concerns by using 
patent agents to serve those cash strapped clients at a greatly reduced rate, but 
in many instances individual inventors and others must directly employ patent 
agents to help them with their patent applications. Thus, patent agents are 
necessary for those applicants who cannot find a lawyer willing to represent them 
or those applicants who can only afford representation at a significantly reduced 
rate. Indeed, the Federal Circuit has recognized “the very purpose of Congress’s 
design: namely, to afford clients the freedom to choose between an attorney and 
a patent agent for representation before the Patent Office.” Queen’s University, 
820 F.3d at 1298. 

 
5: “A number of law firms now have policies against representing individuals (except for the very wealthy).” Individual 
Inventors: Who Will Represent You Now? Dennis Crouch June 21, 2007 https://patentlyo.com/patent/2007/06/individual-
inve.html .  
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Thus, losing Patent Agents to the Patent Lawyer Profession or to a complete career change 
reduces the number of affordable patent practitioners.  Industry stakeholders feel this every day 
in Colorado’s Innovation Ecosystem.  Patent Lawyer billing rates climb to the point where even 
large and small companies cannot afford to protect their invention and many individual inventors 
cannot find a firm to help them protect their inventions at a feasible cost.  Patents are one of the 
building blocks of any Innovation Ecosystem, not only because they provide space and time for 
an inventor or innovator to operate, but also because those protected inventions are donated to 
the public through publication such that others can build on them, creating a foundation for 
continuous scientific progress.  When inventors cannot benefit from patent protect, inventions 
either (1) remain trade secrets, such that the invention does not become public knowledge and 
does not become a building block for other technology, or (2) inventors—usually small or 
individual inventors—do not pursue their inventions, causing those inventions to disappear or be 
reinvented, as often happens, by large companies that can afford to patent protect the invention.  
Small businesses are another building blocks of any Innovation Ecosystem and, therefore, an 
economy, so this second outcome is also detrimental. 
 
Harmonizing the Colorado Rules with the USPTO Rules with respect to patent Practitioners will 
strengthen Colorado’s Innovation Ecosystem, draw more innovative companies to Colorado, 
reduce the cost of innovation for large and small companies and individual inventors, increase 
the number of patent practitioners due to the removal of the career ceiling (currently only 25% 
of the Patent Practitioner Pool are Patent Agents), and increase diversity in law firms and ease 
access to legal representation for more diverse innovators.  In In re Queen’s University at 
Kingston, 820 F.3d 1287, 1300 (Fed. Cir. 2016), the Federal Circuit stated “[t]he Supreme Court’s 
characterization of the activity in Sperry coupled with the clear intent of Congress to enable the 
Office to establish a dual track for patent prosecution by either patent attorneys or non-attorney 
patent agents confers a professional status on patent agents . . . .”  This professional status needs 
to be realized by the State Bars and within law firms to fully embrace the “intent of Congress to 
enable the Office to establish a dual track for patent prosecution.” 
 
II. How to Harmonize the Colorado and USPTO Rules  
 
The Current Rules Are Already Substantially Similar: 
 
As discussed above, both the Colorado Rules and the USPTO rules are substantially similar as they 
are both based on the American Bar Association Rules of Professional Conduct (the “ABA Rules”).  
One argument against changing the Colorado Rules relates to Colorado Rule 5.4, “Professional 
Independence of a Lawyer,” and the unintended consequences a change may have.  We would 
point out Rule 5.4 of the Colorado Rules and Rule 11.504 of the USPTO Rules (both reproduced 
below for ease of comparison) are so similar such that Colorado Lawyers and USPTO Practitioners 
are appear to be bound by substantially the same rules of professional conduct.  In fact, one 
could argue that due to the similarity with all the rules (Colorado, the USPTO, the ABA, and in 
fact all other State plus DC Rules of Professional Conduct), the rationale for allowing Colorado 
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Lawyers to Partner with Lawyers from other State Jurisdictions could be extended to the 
Practitioners (including Patent Agents) in the jurisdiction of the USPTO.   
 
For comparison purposes, reproduced below are the Colorado and USPTO rules for the 
Professional Independence of a Lawyer/Practitioner.  Colorado Rule 5.4, “Professional 
Independence of a Lawyer,” provides: 
 

(a) A lawyer or law firm shall not share legal fees with a nonlawyer, except that: 
 

(1) an agreement by a lawyer with the lawyer's firm, partner, or associate 
may provide for the payment of money, over a reasonable period of time 
after the lawyer's death, to the lawyer's estate or to one or more specified 
persons; 
(2) a lawyer who undertakes to complete unfinished legal business of a 
deceased lawyer may pay to the estate of the deceased lawyer that 
proportion of the total compensation which fairly represents the services 
rendered by the deceased lawyer; 
(3) a lawyer who purchases the practice of a deceased, disabled, or 
disappeared lawyer may, pursuant to the provisions of Rule 1.17, pay to 
the estate or other representative of that lawyer the agreed-upon 
purchase price; 
(4) a lawyer or law firm may include nonlawyer employees in a 
compensation or retirement plan, even though the plan is based in whole 
or in part on a profit-sharing arrangement; and 
(5) a lawyer may share court-awarded legal fees with a nonprofit 
organization that employed, retained or recommend employment of the 
lawyer in the matter. 

 
(b)    A lawyer shall not form a partnership with a nonlawyer if any of the activities 
of the partnership consist of the practice of law. 
 
(c) A lawyer shall not permit a person who recommends, employs, or pays the 
lawyer to render legal services for another to direct or regulate the lawyer's 
professional judgment in rendering such legal services. 
 
(d) A lawyer shall not practice with or in the form of a professional company that 
is authorized to practice law for a profit, if 

 
(1) A nonlawyer owns any interest therein, except that a fiduciary 
representative of the estate of a lawyer may hold the stock or interest of 
the lawyer for a reasonable time during administration; or 
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(2) A nonlawyer has the right to direct or control the professional judgment 
of a lawyer. 

 
(e)    A lawyer shall not practice with or in the form of a professional company that 
is authorized to practice law for a profit except in compliance with C.R.C.P. 265. 
 
(f)     For purposes of this Rule, a "nonlawyer" includes (1)a lawyer who has been 
disbarred, (2)a lawyer who has been suspended and who must petition for 
reinstatement, (3) a lawyer who has been immediately suspended pursuant to 
C.R.C.P. 251.8 or 251.20(d), (4) a lawyer who is on inactive status pursuant to 
C.R.C.P. 227(A)(6), or (5) a lawyer who, for a period of six months or more, has 
been (i) on disability inactive status pursuant to C.R.C.P. 251.23 or (ii) suspended 
pursuant to C.R.C.P. 251.8.5, 227(A)(4), 260.6, or 251.8.6. 

 
Similarly, the analogous USPTO Rule, 37 C.F.R. § 11.504, provides: 
 

(a) A practitioner or law firm shall not share legal fees with a non-practitioner, 
except that: 

 
(1) An agreement by a practitioner with the practitioner's firm, partner, or 
associate may provide for the payment of money, over a reasonable period 
of time after the practitioner's death, to the practitioner's estate or to one 
or more specified persons; 
(2) A practitioner who purchases the practice of a deceased, disabled, or 
disappeared practitioner may, pursuant to the provisions of § 11.117, pay 
to the estate or other representative of that practitioner the agreed-upon 
purchase price; 
(3) A practitioner or law firm may include non-practitioner employees in a 
compensation or retirement plan, even though the plan is based in whole 
or in part on a profit-sharing arrangement; and 
(4) A practitioner may share legal fees, whether awarded by a tribunal or 
received in settlement of a matter, with a nonprofit organization that 
employed, retained or recommended employment of the practitioner in 
the matter and that qualifies under Section 501(c)(3) of the Internal 
Revenue Code. 

 
(b) A practitioner shall not form a partnership with a non-practitioner if any of the 
activities of the partnership consist of the practice of law. 
 
(c) A practitioner shall not permit a person who recommends, employs, or pays 
the practitioner to render legal services for another to direct or regulate the 
practitioner's professional judgment in rendering such legal services. 
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(d) A practitioner shall not practice with or in the form of a professional 
corporation or association authorized to practice law for a profit, if: 

 
(1) A non-practitioner owns any interest therein, except that a fiduciary 
representative of the estate of a practitioner may hold the stock or interest 
of the practitioner for a reasonable time during administration; 
(2) A non-practitioner is a corporate director or officer thereof or occupies 
the position of similar responsibility in any form of association other than 
a corporation; or 
(3) A non-practitioner has the right to direct or control the professional 
judgment of a practitioner. 

 
As can be seen above, the rules related to professional independence are substantially the same 
for Colorado and the USPTO.  Table 1, below, shows a comparison of the sections for the Rules 
of Professional Conduct between the ABA, the USPTO, and Colorado. A more detail review of the 
rules themselves will show subtle differences (similar to the differences that appear above for 
the Professional independence of a lawyers/practitioner) based in part on the independent 
evolution in each jurisdiction and each jurisdiction’s specific purposes.  Similar differences can be 
seen when comparing many Rules of various states and the District of Columbia. 
 
Table 1 – Comparison: Rules of Professional Conduct for the ABA, USPTO and Colorado 
 

Description  ABA Rule  USPTO Rule  CO Rules  

Competence  1.1  11.101  1.1 

Scope of Representation 1.2  11.102  1.2  

Diligence / Neglect  1.3  11.103  1.3  

Communication  1.4  11.104  1.4  

Fees  1.5  11.105  1.5  

Confidentiality  1.6  11.106  1.6  

Conflict of Interest  1.7, 1.9(a), 
1.10  

11.107, 
11.109(a), 11.110  

1.7, 1.9(a), 1.10  

Business Transaction with Client  1.8(a)  11.108(a)  1.8(a)  

Influence from Third-Party 
Payer  

1.8(f)  11.108(f)  1.8(f) 

Limitation on Liability  1.8(h)  11.108(h)  1.8(h) 

USPTO / Gov’t Employee  1.11  11.111  1.11   
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Safekeeping Property  1.15  11.115  1.15(a) – (e) 
[Repealed and 
readopted as Rules 
1.15A - 1.15E, 
effective June 17, 
2014] 

Withdrawal / Termi-nation  1.16  11.116  1.16 

Candid Advice  2.1  11.201  2.1 [CO includes 
additional language 
w.r.t. litigation, not 
relevant to the 
USPTO]  

Evaluation for Use by Third 
Persons 

2.3 11.203 2.3 

Lawyer/ 

Practitioner Serving as Third-
Party Neutral 

2.4 11.204 2.4 

Non-Meritorious Claims  3.1  11.301  3.1  

Candor Toward the Tribunal 3.3  11.303  3.3 

Fairness to Opposing Party and 
Counsel  

3.4  11.304  3.4 

Ex Parte Communications  3.5(a)-(d)  11.305(a)-(b), (d) 
[(c) does not 
apply to USPTO] 

3.5(a)-(d) 

Lawyer/ Practitioner as witness 3.7 11.307 3.7 

Special Responsibilities of a 
Prosecutor 

3.8 No equivalent 
rule 

3.8 

Truthfulness in statements to 
others 

4.1  11.401  4.1 

Communication with person 
represented by a practitioner 

4.2 11.402 4.2 

Dealing with unrepresented 
person 

4.3 11.403 4.3 

Respect for rights of third 
persons 

4.4 11.404 4.4 

Responsibilities of partners, 
managers, and supervisory 
lawyers/ practitioners 

5.1 11.501 5.1 
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Responsibilities of a Subordinate 
Lawyer/ 

Practitioner 

5.2 11.502 5.2 

Violation in Non-Lawyer 
Assistance  

5.3  11.503  5.3  

Professional independence of a 
Lawyer/ Practitioner 

5.4  11.504  5.4  

Unauthorized Practice  5.5 (a)-(e) 11.505 
[essentially on 
(a)] 

5.5 (a)-(e) 

Restrictions on right to practice 5.6 11.506 5.6 

Responsibilities regarding law-
related services 

5.7 11.507 5.7 

 6.1-6.5 No equivalent 
rule 

6.1-6.5 

Communications Concerning a 
Lawyer’s/ Practitioner’s 
Services 

7.1  11.701  7.1 

Communications concerning a 
Lawyer’s/ Practitioner's services: 
specific rules. 

7.2  11.702  10.32  

Solicitation of Clients 7.3  11.703  7.3 

Political Contributions to Obtain 
Legal Engagements or 
Appointments by Judges 

7.6 Reserved 7.6 

Bar Admission/ Registration and 
Disciplinary Matters 

8.1  11.801  8.1  

Judicial and legal officials 8.2 11.802 8.2 

Reporting Professional 
Misconduct 

8.3  11.803  8.3  

Misconduct 

[some differences] 

8.4 11.804 [includes 
reciprocal 
discipline] See 
also [78 FR 
20201, Apr. 3, 
2013, as amended 
at 86 FR 28467, 
May 26, 2021] 

8.4 
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Disciplinary Authority; Choice 
of Law 

8.5 [includes 
reciprocal 
discipline] 

Reserved 8.5 [includes 
reciprocal discipline] 

 
Comparing the ABA, USPTO, and Colorado Rules on any given subject shows Lawyers and 
Practitioners are already bound by substantially the same rules of professional conduct.  
 
Defining the Practice of Law: 
 
The Courts have long held registered practitioners who practice before the USPTO (“Office”) are 
practicing law. See, e.g., Sperry v. Florida, 373 U.S. 379 (1963); Sperti Prods., Inc. v. Coca-Cola Co., 
262 F. Supp. 148, 151 (D. Del. 1966).  In addition, it is illegal for those not recognized to practice 
before the Office to hold themselves out as so recognized. See 35 U.S.C. § 33.   
 
In Koscove v. Bolte, 30 P.3d 784 (Colo. App. 2001), the Colorado Court of Appeals acknowledged 
the difficulty of giving an all-inclusive definition of the practice of law and proffered the following 
definition:  
 

We believe that generally one who acts in a representative capacity in protecting, 
enforcing, or defending the legal rights and duties of another and in counseling, 
advising and assisting him in connection with these rights and duties is engaged in 
the practice of law. Denver Bar Ass'n v. Public Utilities Commission, 154 Colo. 273, 
279, 391 P.2d 467, 471 (1964). See also C.R.C.P. 201.3(2). 

 
We understand the Colorado definition to include Patent Agents when they operate within the 
jurisdiction of the USPTO, just as it covers Lawyers in Colorado and non-Colorado jurisdictions.  
We also believe Patent Agents are in a unique position that requires a unique and thoughtful 
solution such that they may fully operate to satisfy the USPTOs objectives in Colorado.   
 
Thus, while it is clear that a Patent Agent is not a Lawyer, it is also clear a Patent Agent is 
authorized to practice law, specifically federal law within the jurisdiction of the Patent Office.   
 
Sperry v. Florida and the Supremacy Clause: 
 
Sperry v. Florida ex rel. Florida Bar, 373 U.S. 379 (1963) was a foundational US Supreme Court 
case that applied the Supremacy Clause to clarify how federally licensed Patent Practitioners are 
and are not regulated.  The Sperry Court held:  
 

A State may not enforce licensing requirements which, though valid in the absence 
of federal regulation, give “the State's licensing board a virtual power of review 
over the federal determination” that a person or agency is qualified and entitled 
to perform certain functions, or which impose upon the performance of activity 
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sanctioned by federal license additional conditions not contemplated by Congress. 
“No State law can hinder or obstruct the free use of a license granted under an act 
of Congress.” . . . Moreover, since patent practitioners are authorized to practice 
only before the Patent Office, the State maintains control over the practice of law 
within its borders except to the limited extent necessary for the accomplishment 
of the federal objectives. 
 

Sperry, 373 U.S. at 385, 389 (citations omitted) (emphasis added).  Thus, Sperry clarifies the States 
cannot regulate USPTO Practitioners in a way that is contradictory to federal regulations.  In 
particular, the last emphasized point suggests that regulating Colorado Patent and Trademark 
Lawyers such that they may not partner, share fees with, etc. with Patent Agents frustrates 
federal objectives, which can be summarized as fostering innovation by temporarily protecting 
inventors and their inventions (during the term of patent) and to make public those inventions 
such that the sciences may progress at a pace they would not otherwise.  Arguably, it may be the 
case the Supremacy Clause does not allow the States to exclude Patent Lawyer-Patent Agents 
partnerships, and even Trademark Lawyer-Patent Agent partnerships.  (The Trademark Lawyer-
Patent Agent partnership question should be answered and has been added to our conclusion 
list below.)  Also of note from Sperry, the Court says the following about non-lawyer Patent 
Agents: 
 

[T]he State is primarily concerned with protecting its citizens from unskilled and 
unethical practitioners, interests which, as we have seen, the Patent Office now 
safeguards by testing applicants for registration, and by insisting on the 
maintenance of high standards of integrity. Failure to comply with these standards 
may result in suspension or disbarment. 35 U.S.C. 32; 37 CFR 1.348. So successful 
have the efforts of the Patent Office been that the Office was able to inform the 
Hoover Commission that “there is no significant difference between lawyers and 
nonlawyers either with respect to their ability to handle the work or with respect 
to their ethical conduct.” 

 
Id. at 402 (emphasis added). Thus, it is suggested that a state’s “concern with protecting its 
citizens from unskilled and unethical practitioners” was fully addressed long ago.  As discussed 
above, the Colorado Rules are substantially the same as the USPTO Rules because they both are 
based on the ABA Rules.  See Table 1, above. 
 
Thus, Sperry teaches that Patent Agents are authorized to practice law, and that the states cannot 
regulate Practitioners, presumably Patent Lawyers and Patent Agents, when they interfere with 
“accomplishment of the federal objectives.” 
 
  



  
 
 

 

Page 12 

Reciprocal Discipline and the USPTO As “Another Jurisdiction” or a “Foreign Jurisdiction”: 
 
Only those deemed by the USPTO qualified to practice before the USPTO with respect to patent 
matters (i.e., within the jurisdiction of the Patent Office) are officially “registered” by the USPTO 
and can legally hold themselves out as congressionally authorized and USPTO approved Patent 
Lawyers and Patent Agents.  Patent Lawyers and Patent Agents must meet minimum 
qualifications to be authorized to practice before the USPTO, including passing an extensive 
examination on patent laws and USPTO regulations and demonstrating a sufficient technical or 
scientific background.  All “Practitioners” (“Practitioners” include at least Patent Lawyers, Patent 
Agents, and Trademark Lawyers) are also subject to the same USPTO professional and ethical 
requirements, which, as noted above, is substantially similar to the ABA and Colorado Rules.  
 
It has been argued that Patent Agents do not have the ethical commitments imposed on Lawyers 
under the various state bar jurisdictions.  It should be noted the Courts recognized “the Patent 
Office has promulgated the ‘USPTO Rules of Professional Conduct,’ which conforms to the ABA’s 
Model Rules of Professional Conduct.” In re Queen’s University at Kingston, 820 F.3d 1287, 1301 
(Fed. Cir. 2016) (citing 37 C.F.R. § 11.100 et seq).  Patent Agents failing to maintain the level of 
professionalism required by the USPTO rules, may be subject to disciplinary action including 
suspension or revocation of their USPTO registration.  Similarly, under “reciprocal discipline,” 
those USPTO registered Patent Lawyers found to violate their State Rules of Professional Conduct 
are similarly disciplined at the USPTO, and more importantly, those Patent Lawyers disciplined at 
the USPTO are similarly disciplined at the State level.  The USPTO and other State jurisdictions 
used reciprocal discipline to do exactly as has been described above, that is, to apply the same 
disciplinary action in a second jurisdiction as has been applied in a first jurisdiction.  Colorado 
applied reciprocal discipline, some examples of which include People v. Bode July 21, 2005 
(reciprocal discipline in Colorado based on USPTO Discipline), In the Matter of Fei Qin Sept. 25, 
2019 (reciprocal discipline at the USPTO based on Colorado Discipline), People v. Russell William 
Warnock December 12, 2016 (reciprocal discipline in Colorado based on USPTO Discipline), etc.  
As such, there is precedent that Colorado (as well as many if not all other jurisdictions) consider 
the USPTO as “another jurisdiction” or a “foreign jurisdiction.”  In fact, the USPTO relied on in re 
Peirce, Nevada 2006 (which relies on Colorado’s People v. Bode) to define itself as “another 
jurisdiction.”  See, for example, the following comments in the Federal Register: 
 

Section 11.505 proscribes practitioners from engaging in or aiding the 
unauthorized practice of law. The rule notes that a practitioner shall not practice 
law in a jurisdiction in violation of the regulation of the legal profession in that 
jurisdiction, or assist another in doing so. The USPTO is another jurisdiction for the 
purposes of this rule. See, e.g., In re Peirce, 128 P.3d 443, 444 (Nev. 2006) 
(concluding that “another jurisdiction” includes the USPTO).  
 . . . 
 Comment 8: A comment noted that the Office should present a ``default 
jurisdiction'' that would provide a body of case law for guidance since not all States 
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have adopted all of the ABA Model Rules and thus some states may have 
differences in case law.     
 
 Response to Comment 8: The Office appreciates the comment's suggestion 
to specify a ``default jurisdiction'' since many States may have different 
interpretations of the ABA Model Rules based upon whether they were adopted 
in whole or part, or for other reasons. However, the Office declines to choose a 
State as a ``default jurisdiction'' as Congress has bestowed upon the Office the 
authority to govern the recognition and conduct of agents, attorneys and others 
before the Office and so the Office is its own jurisdiction. See 35 U.S.C. 2(b)(2)(D) 
and 32; see also In re Peirce, 128 P.3d 443, 444 (Nev. 2006) (concluding that the 
USPTO is ``another jurisdiction''). The Office relies on the provisions adopted, and 
also refers practitioners to helpful information provided by the ABA Model Rule 
Comments and Annotations. Additionally, opinions and case law from adopting 
jurisdictions may be a useful tool in interpreting the rules while a larger body of 
USPTO-specific precedent is established. State case law and opinions are not 
binding precedent on the Office. 

. . . 
 

 Comment 44: A comment noted that the language of Sec.  11.505(c), which 
discusses the unauthorized practice of law, may inadvertently cause confusion as 
to members of the bar who are placed on inactive status, but not suspended. 
 
 Response to Comment 44: The Office appreciates the comment and is 
amending the rule to more closely follow ABA Model Rule 5.5(a) by simplifying the 
language. The Office believes that the ABA Model Rule encompasses the language 
of Sec.  11.505(b) through (f), as proposed, and makes clear these activities are a 
violation of the rule. The Office therefore concludes that expressly listing these 
activities in the final rule is unnecessary. The final rule states that a practitioner 
shall not practice law in a jurisdiction in violation of the regulation of the legal 
profession in that jurisdiction, or assist another in doing so. For purposes of this 
rule, the USPTO is a jurisdiction. See, e.g., In re Peirce, 128 P.3d 443, 444 (Nev. 
2006) (concluding that ``another jurisdiction'' includes the USPTO). Courts have 
long held that registered practitioners who practice before the Office are 
practicing law. See, e.g., Sperry v. Florida, 373 U.S. 379 (1963); Sperti Prods., Inc. 
v. Coca-Cola Co., 262 F. Supp. 148 (D. Del. 1966). In addition, the Office notes that 
those not recognized to practice before the Office are expressly prohibited from 
holding themselves out as so recognized. See 35 U.S.C. 33. 
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Changes to Representation of Others Before The United States Patent and Trademark Office, 78 
Fed. Reg. 20,179 (Apr. 3, 2013) (codified at scattered 37 C.F.R. pts. 1, 2, 7, 10, 11, 41) (emphasis 
added). Thus, the USPTO understands itself as “another jurisdiction” and it appears that Colorado 
and the other jurisdictions have the same perspective. 
 
Furthermore, the Federal Circuit held in Queen’s University: 
 

To the extent Congress has authorized non-attorney patent agents to engage in 
the practice of law before the Patent Office, reason and experience compel us to 
recognize a patent-agent privilege that is coextensive with the rights granted to 
patent agents by Congress. A client has a reasonable expectation that all 
communications relating to “obtaining legal advice on patentability and legal 
services in preparing a patent application” will be kept privileged . . . Whether 
those communications are directed to an attorney or his or her legally equivalent 
patent agent should be of no moment. Indeed, if we hold otherwise, we frustrate 
the very purpose of Congress’s design: namely, to afford clients the freedom to 
choose between an attorney and a patent agent for representation before the 
Patent Office. (emphasis added). 

 
This appears to teach the Federal Circuit understands Patent Lawyers and Patent Agents are 
legally equivalent within the jurisdiction of the USPTO. Thus, the USPTO is “another jurisdiction,” 
equivalent to, if not Superior to (based on the Supremacy Clause), the other jurisdictions. 
 
Partnering with Foreign Patent Lawyers: 
 
Today, Lawyers and law firms partner with and co-own firms with foreign Patent Lawyers.  It 
should be understood many foreign patent lawyers are equivalent to the USPTO Patent Agent.  
That is, they have not attended a law school, have not taken and passed a non-patent office bar 
exam, cannot participate in court proceedings, etc.  They are individuals with a technical degree 
that have taken and passed a foreign patent office registration/bar exam.  Currently, Colorado 
Lawyers are allowed to partner with, share fees with, etc. a foreign patent lawyer, essentially a 
foreign “Patent Agent”, but not with a US Patent Agent, even though that US Patent Agent is 
bound by substantially the same Rules of Professional Conduct as the US Lawyer.  Some examples 
of foreign patent lawyers that are equivalent to US Patent Agents are those registered with the 
United Kingdon Intellectual Patent Office, the Canadian Intellectual Patent Office, the Chinese 
Intellectual Patent Office, the Germany Intellectual Patent Office, and the highly regarded 
European Patent Office (EPO).  Accordingly, harmonizing the Colorado Rules with the USPTO 
Rules also harmonizes the Rules with the rest of the world.  It should also be understood the 
USPTO also allows its Practitioners to partner with Foreign Lawyers (“USPTO Confirms Agency 
“Practitioners” May Ethically Partner With Foreign Attorneys” IP Ethics, Multijurisdictional 
Practice, Patent Ethics / By Michael E. McCabe, Jr. - https://ipethicslaw.com/uspto-confirms-
agency-practitioners-may-ethically-partner-with-foreign-attorneys/ ).   
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Thus, while Colorado Lawyers may partner with the Foreign equivalent of a US Patent Agent, they 
cannot partner with US Patent Agents. 
 
Practitioners and Patent Agents: 
 
A Patent Agent is a “Practitioner” registered and authorized to practice patent law before the 
USPTO and is, within the  jurisdiction of the USPTO, equivalent to a Patent Attorney.  Patent 
Agents have existed since at least 1861 when Congress first provided the Commissioner of 
Patents the power to refuse to recognize any person as a Patent Agent for poor conduct.  Later, 
the 1952 Patent Act more formally solidified the Patent Agent profession.  It should be 
understood that within the jurisdiction of the USPTO a Patent Lawyer and a Patent Agent are 
equivalent, both being “Practitioners” and provided the same authority and are bound by the 
same Rules, as discussed above.   
 
It is a common misunderstanding Patents Agents are only allowed to perform patent drafting and 
prosecution functions.  Patent Agents are in fact authorized to perform all functions within the 
jurisdiction of the USPTO (see 37 CFR §11.5 - Register of attorneys and agents in patent matters; 
practice before the Office).  These include patentability analysis, drafting and prosecuting patent 
applications, causing an assignment to be executed for the patent owner and filing the 
assignment, and representing others before the USPTO’s Patent Trial and Appeal Board (PTAB) 
as only a few examples.   
 
A USPTO “practitioner” is defined by 37 C.F.R. § 11.1 as: 
 

(1) An attorney or agent registered to practice before the Office in patent matters; 
(2) An individual authorized under 5 U.S.C. 500(b), or otherwise as provided by § 
11.14(a), (b), and (c), to practice before the Office in trademark matters or other 
non-patent matters; 
(3) An individual authorized to practice before the Office in a patent case or 
matters under § 11.9(a) or (b); or 
(4) An individual authorized to practice before the Office under § 11.16(d). 

 
Points (1) and (2) are most important for the present discussion.  Point (1) covers Patent Agents 
and Patent Attorneys that have passed the USPTO Bar/Registration Exam.  Point (2) covers 
lawyers that “practice before the Office in trademark matters….”  No special registration is 
required to practice before the Office in trademark matters, only that the “individual who is a 
member in good standing of the bar of the highest court of a State may represent a person before 
an agency on filing with the agency a written declaration that he is currently qualified as provided 
by this subsection and is authorized to represent the particular person in whose behalf he acts.” 
(5 U.S.C. 500(b))  A question to be answered (see below) which may broaden the scope of this 
discussion is “when does a Lawyer become a Trademark Lawyer,” and therefore a Practitioner.  
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Is it when they first represent another before the Trademark Office or is it any Lawyer that can 
represent another before the Trademark Office?  So, the definition of a “practitioner” includes 
Patent Lawyers, Patent Agents, and Trademark Lawyers.  Arguably, Trademark Lawyers may 
include any Lawyer in good standing of the bar of the highest court of a State.   
 
NAPP understands this issue is not isolated to Colorado.  In other jurisdictions, previous attempts 
to solve it resulted in an inconsistent patchwork that has created a confused tapestry of Rules.  
As such, NAPP is also working with the American Bar Association to make changes to the ABA 
Rules of Professional Conduct via the ABA’s Standing Committee on Ethics and Professional 
Responsibility similar to those discussed here.  This is because we recognize the ABA Rules are 
the standard and adopted by most if not all jurisdictions (the 50 states, the District of Columbia 
for lawyers and the USPTO for practitioners). In addition, NAPP intends to propose these same 
changes to each of the other jurisdiction’s (the 50 states and the District of Columbia) Rules of 
Professional Conduct, as it is at the States that the changes need to occur.   
 
Changes to the Colorado Rules as discussed here will have a significant and measurable impact 
on Colorado small inventors, innovative companies, Colorado law firms having or wanting patent 
practices, and Colorado’s patent practitioners. Long term, this will result in strengthening 
Colorado’s Innovation Ecosystem, increase the appeal of Colorado Law Firms to innovative 
clients, increase the diversity of patent practitioners, and increase the appeal of the Patent Agent 
profession in Colorado.   
 
In summary: 
 

(1) Lawyers and Practitioners are bound by substantially the same Rules of Professional 
Conduct; 

(2) A Patent Agent is authorized to practice law, specifically federal law within the jurisdiction 
of the Patent Office;   

(3) Sperry teaches that the states cannot regulate Practitioners when those regulations 
interfere with the “accomplishment of the federal objectives”; 

(4) The USPTO is “another jurisdiction,” at least equivalent to the other jurisdictions; and 
(5) While Colorado Lawyers may partner with the Foreign equivalent of a US Patent Agent, 

they cannot partner with US Patent Agents.   
 
Something must be done to harmonize the two Rules, and such a Rules harmonization would 
have significant and beneficial impact on Colorado Lawyers, Law Firms, Practitioners, and 
Colorado’s growing Innovation Ecosystem.   
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Yet Unanswered Questions and Possible Resolutions: 
 
The proposal above is merely a starting point. We outline below additional questions that may 
be relevant to this discussion going forward.  
 
Unanswered questions: 

• When does a Lawyer become a Trademark Lawyer for inclusion in the USPTO 
Practitioners group? 

• Can the Colorado Rules treat the USPTO as “another jurisdiction” as the Supreme 
Court of Nevada did in In re Peirce, 128 P.3d 443, 444 (Nev. 2006)? 

• Does the Supremacy Clause restrain Colorado from excluding Patent Lawyer-Patent 
Agents partnerships and Trademark Lawyer-Patent Agent partnerships? 

 
Possible Amendments: 

• Rule 5.4. Professional Independence of a Lawyer: Amend the rules to permit Colorado 
Lawyers to form partnership, share fees, etc. with non-lawyers practitioners 
registered within the jurisdiction of the USPTO (i.e., registered patent agents).  

• Rule 5.5. Unauthorized Practice of Law; Multijurisdictional Practice of Law: Clarify that 
the USPTO is a jurisdiction, and that Patent Agents perform the authorized practice of 
law as has been determined in a number of State and Supreme Court Cases. 

• Rule 1.0. Terminology: Add language clarifying the professional relationship between 
Colorado Lawyers and USPTO Registered Patent Agent, and/or clarifying that a Patent 
Agent is not a “non-lawyer,” and/or adding language for the special case of Patent 
Agents. 

 
Possible Clarifications: An advisory opinion or a comment to the Colorado Rules. 
 
We expect further amendments, modifications, and clarifications to stem from this committee’s 
future work and provide the above as a start to a conversation we hope to finish with you. 
 
We understand this issue is not unique to Colorado, but it is rooted in each individual state’s (and 
the District of Columbia’s) Rules of Professional Conduct.  Colorado is the first step in a long path 
to addressing Practitioner Harmonization in all jurisdictions and at the ABA. 
 
Please contact us at either 303.554.9389, d.smith@cablelabs.com, or NAPP@NAPP.org if there 
is any additional information we can provide or if you have any questions for us. We appreciate 
your attention to this letter and our work. 
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Sincerely, 
 
Christopher M. Turoski 
NAPP President 
e-mail: NAPP@NAPP.org  
 

 
 
David "Dan" Smith 
NAPP Advocacy Committee Chair 
Director of Patents and Innovation Coach 
CableLabs Inc., Kyrio Inc., Gridmetrics Inc., SCTE-ISBE 
e-mail: D.Smith@CableLabs.com  

           David Daniel Smith
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Colorado Rule 1.8(e), Redlined, with Proposed Comment Revisions 

 

 

Colorado Court Rules Colorado Rules of Professional Conduct Client-lawyer Relationship 

Rule 1.8. Conflict of Interest: Current Clients: Specific Rules 

 

(e) A lawyer shall not provide financial assistance to a client in connection with pending or contemplated  
     litigation, except that:  

(1) a lawyer may advance court costs and expenses of litigation, the repayment of which may be  
contingent on the outcome of the matter; and  
(2) a lawyer representing an indigent client may pay court costs and expenses of litigation on behalf of  
the client. 
3) a lawyer representing an indigent client without payment of a fee, a lawyer representing an indigent 

client without payment of a fee through a nonprofit legal services or public interest organization and a lawyer 
representing an indigent client without payment of a fee through a law school clinical or pro bono program 
may provide modest gifts to the client for food, rent, transportation, medicine or other basic living expenses.  
The lawyer may not: 

(i) promise, assure or imply the availability of such gifts prior to retention or as an inducement to 
continue the client-lawyer relationship after retention; 

(ii) seek or accept reimbursement from the client, a relative of the client or anyone affiliated with the 
client; or 

(iii) publicize or advertise a willingness to provide such gifts to prospective clients. 
 
Financial assistance under this Rule may be provided even if the representation is eligible for fees 

under a fee-shifting statute. 
 

 

COMMENT 

Financial Assistance 

[10] Lawyers may not subsidize law suits or administrative proceedings brought on behalf of their clients, 
including making or guaranteeing loans to their clients for living expenses, because to do so would encourage 
clients to pursue law suits that might not otherwise be brought and because such assistance gives lawyers too 
great a financial stake in the litigation. These dangers do not warrant a prohibition on a lawyer lending a client 
court costs and litigation expenses, including the expenses of medical examination and the costs of obtaining 
and presenting evidence, because these advances are virtually indistinguishable from contingent fees and help 

Commented [PC1]: The Subcommittee is divided as to 
whether the word "prospective" should be included here, 
but a clear majority would eliminate the word 
"prospective". 
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"publicize or advertise to prospective clients a willingness to 
provide such gifts of financial assistance to clients." 



ensure access to the courts. Similarly, an exception allowing lawyers representing indigent clients to pay court 
costs and litigation expenses regardless of whether these funds will be repaid is warranted. 

 

[11]  Paragraph (e)(3) provides another exception. A lawyer representing an indigent 
client  without payment of a fee, a lawyer representing an indigent client  without payment of a 
fee through a nonprofit legal services or public interest organization and a lawyer representing 
an indigent client  without payment of a fee through a law school clinical or pro bono program 
may give the client modest gifts. Gifts permitted under paragraph (e)(3) include modest 
contributions for food, rent, transportation, medicine or similar basic necessities of life. If the gift 
may have consequences for the client (including but not limited to eligibility for receipt of 
government benefits, social services, or tax liability), the lawyer should consult with the client  
regarding these potential consequences before providing the gift. See Rule 1.4. 

[12]  The paragraph (e)(3) exception is narrow. Modest gifts are allowed in specific 
circumstances where  they are unlikely to create conflicts of interest or invite abuse. Paragraph 
(e)(3) prohibits the lawyer from (i) promising, assuring or implying the availability of  financial 
assistance prior to retention or as an inducement to continue the client-lawyer relationship after 
retention; (ii) seeking or accepting reimbursement from the client, a relative of the client or 
anyone affiliated with the client; and (iii) publicizing or advertising a willingness to provide gifts 
to prospective clients beyond court costs and expenses of litigation in connection with 
contemplated or pending litigation or administrative proceedings. 

[13]  Financial assistance, including modest gifts pursuant to paragraph (e)(3), may be provided 
even if the representation is eligible for fees under a fee-shifting statute. However, paragraph 
(e)(3) does not permit lawyers to provide assistance in other contemplated or pending litigation 
in which the lawyer may eventually recover a fee, such as contingent-fee personal injury cases or 
cases in which fees may be available under a contractual fee-shifting provision, even if the lawyer 
does not eventually receive a fee. 
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ABA Model Rule 1.8(e) with Proposed Colorado Revisions 
 
 

American Bar Association CPR Policy Implementation Committee 
RULE 1.8: CONFLICT OF INTEREST:  
CURRENT CLIENTS: SPECIFIC RULES 

 
 

(e) A lawyer shall not provide financial assistance to a client in connection with pending or 
contemplated litigation, except that:  

(1) a lawyer may advance court costs and expenses of litigation, the repayment of which may 
be contingent on the outcome of the matter;  

(2) a lawyer representing an indigent client may pay court costs and expenses of litigation on 
behalf of the client; and  

(3) a lawyer representing an indigent client pro bono without payment of a fee, a lawyer 
representing an indigent client pro bono without payment of a fee through a nonprofit legal services 
or public interest organization and a lawyer representing an indigent client pro bono without payment 
of a fee through a law school clinical or pro bono program may provide modest gifts to the client for 
food, rent, transportation, medicine and or other basic living expenses. The lawyer may not:  

(i) may not promise, assure or imply the availability of such gifts prior to retention or 
as an inducement to continue the client-lawyer relationship after retention;  

(ii) may not seek or accept reimbursement from the client, a relative of the client or 
anyone affiliated with the client; and or  

(iii) may not publicize or advertise a willingness to provide such gifts to prospective 
clients. 

Financial assistance under this Rule may be provided even if the representation is 
eligible for fees under a fee-shifting statute. 

 

COMMENT 

Financial Assistance 

[10]  Lawyers may not subsidize lawsuits or administrative proceedings brought on behalf of 
their clients, including making or guaranteeing loans to their clients for living expenses, because 
to do so would encourage clients to pursue lawsuits that might not otherwise be brought and 
because such assistance gives lawyers too great a financial stake in the litigation. These dangers 
do not warrant a prohibition on a lawyer lending a client court costs and litigation expenses, 
including the expenses of medical examination and the costs of obtaining and presenting 
evidence, because these advances are virtually indistinguishable from contingent fees and help 
ensure access to the courts. Similarly, an exception allowing lawyers representing indigent 
clients to pay court costs and litigation expenses regardless of whether these funds will be repaid 
is warranted. 
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[11]  Paragraph (e)(3) provides another exception. A lawyer representing an indigent 
client  without payment of a fee, a lawyer representing an indigent client pro bono without 
payment of a fee through a nonprofit legal services or public interest organization and a lawyer 
representing an indigent client pro bono without payment of a fee through a law school clinical 
or pro bono program may give the client modest gifts. Gifts permitted under paragraph (e)(3) 
include modest contributions for food, rent, transportation, medicine orand similar basic 
necessities of life. If the gift may have consequences for the client, (including e.g., but not limited 
to eligibility for receipt of government benefits, social services, or tax liability), the lawyer should 
consult with the client about regarding these potential consequences before providing the gift. 
See Rule 1.4. 

[12]  The paragraph (e)(3) exception is narrow. Modest gifts are allowed in specific 
circumstances where it is they are unlikely to create conflicts of interest or invite abuse. 
Paragraph (e)(3) prohibits the lawyer from (i) promising, assuring or implying the availability 
of  financial assistance prior to retention or as an inducement to continue the client-lawyer 
relationship after retention; (ii) seeking or accepting reimbursement from the client, a relative of 
the client or anyone affiliated with the client; and (iii) publicizing or advertising a willingness to 
provide gifts to prospective to clients beyond court costs and expenses of litigation in connection 
with contemplated or pending litigation or administrative proceedings. 

[13]  Financial assistance, including modest gifts pursuant to paragraph (e)(3), may be provided 
even if the representation is eligible for fees under a fee-shifting statute. However, paragraph 
(e)(3) does not permit lawyers to provide assistance in other contemplated or pending litigation 
in which the lawyer may eventually recover a fee, such as contingent-fee personal injury cases or 
cases in which fees may be available under a contractual fee-shifting provision, even if the lawyer 
does not eventually receive a fee. 
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Colorado Rule 1.8(e) with Comments, in Final Draft Form 

 

 

Colorado Court Rules Colorado Rules of Professional Conduct Client-lawyer Relationship 

Rule 1.8. Conflict of Interest: Current Clients: Specific Rules 

 

(e) A lawyer shall not provide financial assistance to a client in connection with pending or contemplated  
     litigation, except that:  

(1) a lawyer may advance court costs and expenses of litigation, the repayment of which may be  
contingent on the outcome of the matter; and  
(2) a lawyer representing an indigent client may pay court costs and expenses of litigation on behalf of  
the client. 
3) a lawyer representing an indigent client without payment of a fee, a lawyer representing an indigent 

client without payment of a fee through a nonprofit legal services or public interest organization and a lawyer 
representing an indigent client without payment of a fee through a law school clinical or pro bono program 
may provide modest gifts to the client for food, rent, transportation, medicine or other basic living expenses.  
The lawyer may not: 

(i) promise, assure or imply the availability of such gifts prior to retention or as an inducement to 
continue the client-lawyer relationship after retention; 

(ii) seek or accept reimbursement from the client, a relative of the client or anyone affiliated with the 
client; or 

(iii) publicize or advertise a willingness to provide such gifts to prospective clients. 
 
Financial assistance under this Rule may be provided even if the representation is eligible for fees 

under a fee-shifting statute. 
 

 

COMMENT 

Financial Assistance 

[10] Lawyers may not subsidize law suits or administrative proceedings brought on behalf of their clients, 
including making or guaranteeing loans to their clients for living expenses, because to do so would encourage 
clients to pursue law suits that might not otherwise be brought and because such assistance gives lawyers too 
great a financial stake in the litigation. These dangers do not warrant a prohibition on a lawyer lending a client 
court costs and litigation expenses, including the expenses of medical examination and the costs of obtaining 
and presenting evidence, because these advances are virtually indistinguishable from contingent fees and help 
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ensure access to the courts. Similarly, an exception allowing lawyers representing indigent clients to pay court 
costs and litigation expenses regardless of whether these funds will be repaid is warranted. 

 

[11]  Paragraph (e)(3) provides another exception. A lawyer representing an indigent 
client  without payment of a fee, a lawyer representing an indigent client  without payment of a 
fee through a nonprofit legal services or public interest organization and a lawyer representing 
an indigent client  without payment of a fee through a law school clinical or pro bono program 
may give the client modest gifts. Gifts permitted under paragraph (e)(3) include modest 
contributions for food, rent, transportation, medicine or similar basic necessities of life. If the gift 
may have consequences for the client (including but not limited to eligibility for receipt of 
government benefits, social services, or tax liability), the lawyer should consult with the client  
regarding these potential consequences before providing the gift. See Rule 1.4. 

[12]  The paragraph (e)(3) exception is narrow. Modest gifts are allowed in specific 
circumstances where  they are unlikely to create conflicts of interest or invite abuse. Paragraph 
(e)(3) prohibits the lawyer from (i) promising, assuring or implying the availability of  financial 
assistance prior to retention or as an inducement to continue the client-lawyer relationship after 
retention; (ii) seeking or accepting reimbursement from the client, a relative of the client or 
anyone affiliated with the client; and (iii) publicizing or advertising a willingness to provide gifts 
to prospective clients beyond court costs and expenses of litigation in connection with 
contemplated or pending litigation or administrative proceedings. 

[13]  Financial assistance, including modest gifts pursuant to paragraph (e)(3), may be provided 
even if the representation is eligible for fees under a fee-shifting statute. However, paragraph 
(e)(3) does not permit lawyers to provide assistance in other contemplated or pending litigation 
in which the lawyer may eventually recover a fee, such as contingent-fee personal injury cases or 
cases in which fees may be available under a contractual fee-shifting provision, even if the lawyer 
does not eventually receive a fee. 
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